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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to the prior art rejections of claims 1 -2, 4-5 
and 42-25 have been considered but are moot in view of the new ground(s) of rejection. 

2. Applicant's arguments, see pages 5-6, filed 5/19/2010, with respect to the Double 
Patenting rejections on copending US applications 12/170,942, 12/170,964, 12/170,975, 
12/170,992 and 12/170,911 have been fully considered and are persuasive. The 
nonstatutory obviousness-type double patenting rejections over copending US 
applications 12/170,942, 12/170,964, 12/170,975, 12/170,992 and 12/170,911 have 
been withdrawn. 

3. Applicant's arguments, see page 4, filed 5/19/2010, regarding the rejections 
under 35 USC 101 have been considered. In response, the examiner clarifies the 
rejection below. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex 
IV, reads as follows: 

Claims that recite nothing but the physical characteristics of a form or energy, such as a frequency, 
voltage, or the strength of a magnetic field, define energy or magnetism, per se, and as such are 
nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 112-14. Moreover, it does not appear 
that a claim reciting a signal encoded with functional descriptive material falls within any of the 
categories of patentable subject matter set forth in Sec. 101 . 



.. a signal does not fall within one of four statutory classes of 101 . 



Application/Control Number: 10/658,799 Page 3 

Art Unit: 2621 

. . . signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 10 

5. Claims 1-2 and 4-5 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. Regarding claims 1-2 
and 4-5, in the state of the art, transitory signals are commonplace as a medium for 
transmitting computer instruction and thus, in the absence of any evidence to the 
contrary and give the broadest reasonable interpretation, the scope of a "data storage 
medium" covers a signal per se. Therefore, it is suggested by the examiner that the 
applicants amend the claims to additionally recite that the data storage medium is of a 
"non-transitory" type. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



7. Claims 1-2, 4-5 and 42-45 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kato et al. (US 2002/0164152). 

8. Regarding claim 1, Kato et al. teaches a data storage medium for use with a 
recording and/or reproducing apparatus (paragraph 15), comprising: 
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a first file comprising at least one clip, each clip comprising audio visual stream 
data (Paragraph 220 teaches an AV stream file) and a timemap comprising information 
on reproduction time when the audio visual stream data is reproduced (Paragraphs 194- 
196 and 337 and 340 teaches of PTS information (PTS_EP_start) stored within CPI 
(which is part of the CLIPINF file (see Fig. 14))) and information on a reproduction 
position of the audio visual stream data corresponding to the reproduction time 
Paragraphs 194-196 and 337 and 340 teaches of address information (RSPN_EP_start) 
stored within CPI (which is part of the CLIPINF file (see Fig. 14))); 

a second file comprising at least one reproduction information unit for 
reproducing audio visual stream data, each reproduction information unit comprising 
information indicating a reproduction interval of a corresponding clip (Fig. 29-30 and 
respective disclosure teaches of either 1 ) Real Playlists or 2) Virtual Playlists that 
includes within their syntax plurality of IN and OUT points for indicating a reproduction 
interval. The Real Playlist or the Virtual Playlist is stored in a separate file in Fig. 14); 
and 

a third file comprising navigation data including at least one command, each 
command controlling reproduction of a corresponding reproduction information unit 
(Paragraphs 368-376 teaches of mark information that is stored in either a Menu.thmb 
or Mark.thmb file. The mark information can be of a volume, playlist or clip type. Upon 
initial playback a thumbnail (representative picture) corresponding to a volume or a 
playlist can be displayed and operable for user selection (see paragraphs 156-158) 
These marks (stored in menu.thmb file (Fig. 75 and 78-79)) allows for the commands of 
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playing a particular mark (be it volume, playlist, clip or for fast forward purposes as 
well)), wherein the first file, the second file and the third file are recorded separately on 
the data storage medium (as discussed above, also see Fig. 14 wherein the AV stream 
file, playlists and the menu or mark thumb files are recorded separately). 

Regarding claim 42, Kato et al. teaches a reproducing apparatus for 
reproducing data from a data storage medium, comprising: 

a reader which reads a first file, a second file and a third file from the data 
storage medium (Fig. 1 , teaches of a Readout Unit 28 that reads the data stored on the 
recording medium 100, which includes the files as illustrated in Fig. 14), the first file 
comprising at least one clip (Paragraph 220 teaches an AV stream file), each clip 
comprising audio visual stream data (Paragraph 220 teaches an AV stream file) and a 
timemap comprising information on reproduction time when the audio visual stream 
data is reproduced (Paragraphs 194-196 and 337 and 340 teaches of PTS information 
(PTS_EP_start) stored within CPI (which is part of the CLIPINF file (see Fig. 14))) and 
information on a reproduction position of the audio visual stream data corresponding to 
the reproduction time (Paragraphs 194-196 and 337 and 340 teaches of address 
information (RSPN_EP_start) stored within CPI (which is part of the CLIPINF file (see 
Fig. 14))), the second file comprising at least one reproduction information unit for 
reproducing audio visual stream data, each reproduction information unit comprising 
information indicating a reproduction interval of a corresponding clip (Fig. 29-30 and 
respective disclosure teaches of either 1 ) Real Playlists or 2) Virtual Playlists that 
includes within their syntax plurality of IN and OUT points for indicating a reproduction 
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interval. The Real Playlist or the Virtual Playlist is stored in a separate file in Fig. 14), 
and the third file comprising navigation data including at least one command, each 
command controlling reproduction of a corresponding reproduction information unit 
((Paragraphs 368-376 teaches of mark information that is stored in either a Menu.thmb 
or Mark.thmb file. The mark information can be of a volume, playlist or clip type. Upon 
initial playback a thumbnail (representative picture) corresponding to a volume or a 
playlist can be displayed and operable for user selection (see paragraphs 156-158) 
These marks (stored in menu.thmb file (Figs. 75 and 78-79)) allows for the commands 
of playing a particular mark (be it volume, playlist, clip or for fast forward purposes as 
well)), wherein the first file, the second file and the third file are recorded separately on 
the data storage medium (as discussed above, also see Fig. 14)); and 

a controller which reproduces the audio visual stream data from the data storage 
medium based on the first file, the second file and the third file (paragraphs 152-153 
that teaches of reproducing the data stored on the medium. As discussed above with 
regards to the first, second and third file, the apparatus' controller 23 controls the 
reproduction based on the first, second and third file), 

wherein the first file, the second file, and the third file are recorded separately on 
the data storage medium (as discussed above, also see Fig. 14 wherein the AV stream 
file, playlists and the menu or mark thumb files are recorded separately). 

Regarding claims 2 and 43, Kato et al. teaches the claimed as discussed above 
in claims 1 and 42 and furthermore, the Clip AV stream includes audio and video data. 
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Regarding claims 4 and 44, Kato et al. teaches the claimed as discussed above 
in claims 1 and 42 and furthermore, the playlist file is recorded separately (within DVR 
folder, the .rpls or .vpls files are recorded separately within finite files), logically and 
physically from the menu or mark thumb files (second layer) in Figure 14. The first layer 
is met by the DVR folder. 

Regarding claims 5 and 45, Kato et al. teaches the claimed as discussed above 
in claims 1 and 42 and illustrated in Fig. 14, the menu or mark thumb files are on top of 
the DVR folder (first layer). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited prior art teaches of an apparatus that records and 
reproduces. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GELEK TOPGYAL whose telephone number is 
(571)272-8891 . The examiner can normally be reached on 8:30am -5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gelek Topgyal/ 
Examiner, Art Unit 2621 



/JAMIE JO ATALA/ 

Primary Examiner, Art Unit 2621 



